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Application No. Applicant(s) 

09/465,147 GRIMES ETAL 

Examiner Art Unit I 

B. James Peikari 2186 
- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 01 March 2004 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-36 is/are pending in the application. 

4a) Of the above claim(s) 25-34 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-24.35 and 36 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) K The drawing(s) filed on 01 March 2004 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) d Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 



Election/Restrictions 



1 . On page 9 of the remarks submitted with the amendment of March 1 , 2004, 
applicant has traversed the restriction requirement made in the previous Office action. 
The traversal does not comply with the requirement of 37 CFR § 1 .1 1 1 or MPEP 
818.03(a) in which "applicant is required to specifically point out the reasons on which 
he or she bases his or her conclusions that a requirement to restrict is in error." Thus, 
the required election becomes an election without traverse. 

In any case, the requirement is still deemed proper and is therefore made FINAL. 

As to the amendments to claims 25, 26, 30 and 31 , these amendments are to 
claims that have already been withdrawn from consideration. Consequently, these 
amendments are considered untimely and have not been entered. The cancellation of 
claims 27 and 32 has been entered. 



2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed March 1 , 
2004 has been entered. 



Continued Examination Under 37 CFR 1.114 
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Drawings 

3. The previous objections to the drawings are withdrawn due to the amendment 
filed on March 1 , 2004. 

4. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "external device, 
coupled to the memory host module" must be shown or the feature(s) canceled from the 
claim(s). 

No new matter should be entered. Since nothing in the specification supports an 
external device actually coupled to the memory host module (see below), entry of this 
feature in the drawings would be considered new matter. 

A proposed drawing correction or corrected drawings or appropriately amended 
claims are required in reply to the Office action to avoid abandonment of the application. 
The objection to the drawings will not be held in abeyance. 

Claim Objections 

5. The previous objections to claims 22 and 23 are withdrawn due to the 
amendment filed on March 1 , 2004. 
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Claim Rejections - 35 USC §112 



6. Claims 1-24 and 35-36 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

The claims recite "storing a plurality of operating programs and data including a 
first and second operating program and data in the external device coupled to the 
memory host module", however, this external device is not taught in the specification. 

The specification mentions removable memory, but this is not an external device 
because applicant treats it as part of the memory host module on page 3, "memory 22 
in memory host module 1 can be a removable memory 30". Alternatively, applicant 
refers to "an external system (not shown)" on page 3, but never mentions that it is 
coupled to the memory host module. In fact, applicant suggests otherwise by requiring 
the removable memory stored in the external system to be installed in memory host 
module 12 by the PLC user. 



Claim Rejections - 35 USC § 102 

7. The previous rejections under 35 U.S.C. 102(b) are withdrawn due to the 
amendment filed on March 1 , 2004. 
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Response to Amendment 



8. The amendment filed on March 1 , 2004 has been carefully considered, but is not 
deemed to place the application in condition for allowance. 

The previous rejection based on the Sexton reference has been overcome by the 
new claim language. However, since the new claim language is rejected under 35 
U.S.C. 1 12, first paragraph, the prior art rejection may be repeated in a later stage of 
prosecution, should the new claim language be amended or removed. 

Since the basis of the critical claim feature "storing a plurality of operating 
programs and data including a first and second operating program and data in the 
external device coupled to the memory host module" is absent, no prior art rejection of 
claims containing this feature is deemed necessary at this time. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Peikari whose telephone number is (703) 305- 
3824. The examiner is generally available between Monday through Thursday, 8:00 am 
and 9:00 pm, EST, and on weekends. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Kim, can be reached at (703) 305-3821. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703) 305-3900. 



Conclusion 
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Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
or faxed to: 

(703) 746-7239 (Official communications) 

or: 

(703) 746-7240 (for Informal or Draft communications) 

or: 

(703) 746-7238 (for After-Final communications) 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington. VA., Sixth Floor (Receptionist). 




B. James Peikari 
Primary Examiner 
Art Unit 21 86 



March 12,2004 



